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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Macaulay et al. (US006188886B1) in view of Smith (US 200501 231 08A1). 

Regarding claims 1, 9, Macaulay discloses a communication method in a 
wireless telecommunications system including a network infrastructure connected to at 
least one server for providing data streaming communication where a data stream is 
communicated from the server to a mobile terminal over a radio interface provided by 
the network infrastructure, the method including: receiving a communication connection 
request message from the network infrastructure in the mobile terminal (col. 2, lines 35- 
39, teaches offering to display a voice call, i.e., a communication connection request); 
indicating reception of the communication connection request to a user of the mobile 
terminal (col. 2, lines 34-44, col. 6, lines 12-22. Note that col. 2, lines 34-44 teaches 
displaying the voice call on the phone handset, which reads on indicating to a user of 
communication reception); receiving in the mobile terminal a first mode change 
command generated by the user (col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19, 
teaches establishing a voice path in the event that the user decides to respond, i.e., 
change to the answering mode); requesting for suspension of the data streaming 
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communication on the basis of the first mode change command (col.2 f lines 34-44, 64- 
67-col. 3, lines 1-12, teach connecting a voice call while holding on the transmission of 
data) ; and accepting the communication connection on the basis of the first mode 
change command (col. 2, lines 35-39, col. 3,lines 1-5, col. 6, lines 15-19, teach 
acceptance of the voice call, thus, accepting communication connection), but is silent 
on performing data streaming communication to the mobile terminal. 

Smith teaches resuming to data session (i.e., accessing the Internet) reception 
while a telephone call is in progress or outgoing (pars. 17-18, which reads on receiving 
data streaming). 

It would have been obvious to one skilled in the art at the time of the invention to 
modify Macaulay, such that the mobile terminal receives data streams, to provide 
means for maintaining a data session active while a phone conversation is in progress. 

Regarding claims 2, 10, the combination of Macaulay and Smith discloses the 
method of claim 1 , generating a transmission suspension message on the basis of the 
first mode change command (Smith, Figure 4, # 420, pars. 33-34, teaches placing the 
data session on hold), the transmission suspension message informing the server to 
suspend transmission of the data stream (Smith, pars. 29-30, 33-35); and transmitting 
the transmission suspension message to the server over the radio interface provided by 
the network infrastructure (Smith, Figure 3, #'s 330, 340, 350, 360, pars. 30, 33-35) . 

Regarding claims 3, 1 1, the combination of Macaulay and Smith discloses of 
claim 1, further including: generating a communication connection acceptance message 
on the basis of the first mode change command (Macaulay col. 2, lines 35-39, col. 
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3,lines 1-5, col. 6, lines 15-19); requesting for suspension of the data streaming 
communication on the basis of the communication connection acceptance message 
(Macaulay, col. 3, lines 36-47, teach restoring to data session while in conversation 
mode, thus, indication of data session being suspended); and transmitting the 
communication connection acceptance message to the network infrastructure 
(Macaulay col. 2, lines 35-39). 

Regarding claims 4, 12, the combination of Macaulay and Smith discloses of 
claim 1 , further generating a transmission suspension message on the basis of the first 
mode change command, the transmission suspension message informing the server to 
suspend transmission of the data stream (Macaulay col. 2, lines 35-39, col. 3,lines 1-5, 
col. 6, lines 15-19; transmitting the transmission suspension message to the server over 
the radio interface provided by the network infrastructure (Macaulay, col. 3, lines 36-47; 
and accepting the communication connection on the basis of the transmission 
suspension message (Macaulay, col. 2, lines 35-39). 

Regarding claims 5, 13, the combination of Macaulay and Smith discloses of 
claim 1 , further generating a connection suspension message on the basis of the first 
mode change command, the connection suspension message requesting the network 
infrastructure to release a radio connection providing the data streaming communication 
(Macaulay, col.2, lines 34-44, 64-67-col. 3, lines 1-12); and transmitting the connection 
suspension message to the network infrastructure (Macaulay, col. 2, lines 35-39, col. 
3,lines 1-5). 
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Regarding claims 6,14, the combination of Macaulay and Smith discloses of 
claim 1 , receiving second mode change command generated by the user (Macaulay, 
col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19, teach the user displaying and 
accepting or ignoring the connection); releasing the communication connection on the 
basis of the second mode change command (Macaulay, col. 2, lines 35-39, col. 3, lines 
1-5); and requesting for continuation of the data streaming communication on the basis 
of the second mode change command (Macaulay, col. 3, lines 6-8, teach restoring the 
portable to data communication mode). 

Regarding claims 7, 15, the combination of Macaulay and Smith discloses of 
claim 1 , further receiving a communication connection release message from the 
network infrastructure (Macaulay, col. 2, lines 35-39, col. 3,lines 1-5); indicating the 
reception of the communication connection release message to the user (col. 3,lines 1- 
5, col. 6, lines 15-19); receiving in the mobile terminal a third mode change command 
generated by the user (Macaulay, col. 2, lines 35-39, col. 3,lines 1-5, col. 6, lines 15- 
1 9); requesting for continuation of the data streaming communication on the basis of the 
third mode change command (Macaulay, col. 3, lines 6-8, teach restoring the portable to 
data communication mode). 

Regarding claims 8, 16, the combination of Macaulay and Smith discloses of 
claim 1 , further receiving a communication connection release message from the 
network infrastructure (Macaulay, col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19); 
requesting for continuation of the data streaming communication on the basis of the 
connection release message (Macaulay, col. 3, lines 6-8). 
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Regarding claim 17, Macaulay discloses executing a computer process in a 
wireless telecommunications system including a network infrastructure connected to at 
least one server for providing services for mobile terminals by using the network 
infrastructure, the computer process including: receiving a communication connection 
request message from the network infrastructure in the mobile terminal (col. 2, lines 35- 
39, teaches offering to display a voice call, i.e., a communication connection request); 
indicating reception of the communication connection request to a user of the mobile 
terminal (col. 2, lines 34-44, col. 6, lines 12-22. Note that col. 2, lines 34-44 teaches 
displaying the voice call on the phone handset, which reads on indicating to a user of 
communication reception); receiving in the mobile terminal a first mode change 
command generated by the user (col. 2, lines 35-39, col. 3,lines 1-5, col. 6, lines 15-19, 
teaches establishing a voice path in the event that the user decides to respond, i.e., 
change to the answering mode); requesting for suspension of the data streaming 
communication on the basis of the first mode change command (col.2, lines 34-44, 64- 
67-col. 3, lines 1-12, teach connecting a voice call while holding on the transmission of 
data); and accepting the communication connection on the basis of the first mode 
change command (col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19, teach 
acceptance of the voice call, thus, accepting communication connection), but is silent 
on performing a data streaming communication to the mobile terminal. 

Smith teaches resuming to data session (i.e., accessing the Internet) reception 
while a telephone call is in progress or outgoing (pars. 17-18, which reads on receiving 
data streaming). 
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It would have been obvious to one skilled in the art at the time of the invention to 
modify Macaulay, such that the mobile terminal receives data streams, to provide 
means for maintaining a data session active while a phone conversation is in progress. 

Regarding claim 18, the combination of Macaulay and Smith discloses claim 17, 
further generating a transmission suspension message on the basis of the first mode 
change command, the transmission suspension message informing the server to 
suspend transmission of the data stream (Smith, Figure 4, # 420, pars. 33-34, teaches 
placing the data session on hold); and transmitting the transmission suspension 
message to the server over the radio interface provided by the network infrastructure 
(Smith, Figure 3, #'s 330, 340, 350, 360, pars. 30, 33-35). 

Regarding claim 19, the combination of Macaulay and Smith discloses claim 17, 
generating a communication connection acceptance message on the basis of the first 
mode change command (Macaulay col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15- 
19); requesting for suspension of the data streaming communication on the basis of the 
communication connection acceptance message (Macaulay, col. 3, lines 36^47, teach 
restoring to data session while in conversation mode, thus, indication of data session 
being suspended); and transmitting the communication connection acceptance 
message to the network infrastructure (Macaulay col. 2, lines 35-39). 

Regarding claim 20, the combination of Macaulay and Smith discloses claim 17, 
further generating a connection suspension message on the basis of the first mode 
change command, the connection suspension message requesting the network 
infrastructure to release a radio connection providing the data streaming communication 
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(Macaulay, col. 2, lines 34-44, 64-67-col. 3, lines 1-12); and transmitting the connection 
suspension message to the network infrastructure (Macaulay, col. 2, lines 35-39, col. 
3,lines 1-5). 

Regarding claim 21, the combination of Macaulay and Smith discloses claim 17, 
wherein the computer process further includes: generating a connection suspension 
message on the basis of the first mode change command, the connection suspension 
message requesting the network infrastructure to release a radio connection providing 
the data streaming communication; and transmitting the connection suspension 
message to the network infrastructure. 

Regarding claim 22, the combination of Macaulay and Smith discloses claim 17, 
wherein receiving second mode change command generated by the user (Macaulay, 
col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19, teach the user displaying and 
accepting or ignoring the connection); releasing the communication connection on the 
basis of the second mode change command (Macaulay, col. 2, lines 35-39, col. 3, lines 
1-5); and requesting for continuation of the data streaming communication on the basis 
of the second mode change command (Macaulay, col. 3, lines 6-8, teach restoring the 
portable to data communication mode). 

Regarding claim 23, the combination of Macaulay and Smith discloses claim 17, 
further receiving a communication connection release message from the network 
infrastructure (Macaulay, col. 2, lines 35-39, col. 3, lines 1-5); indicating the reception of 
the communication connection release message to the user (col. 3, lines 1-5, col. 6, 
lines 15-19); receiving in the mobile terminal a third mode change command generated 
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by the user (Macaulay, col. 2, lines 35-39, col. 3,lines 1-5, col. 6, lines 15-19); 
requesting for continuation of the data streaming communication on the basis of the 
third mode change command (Macaulay, col. 3, lines 6-8, teach restoring the portable to 
data communication mode). 

Regarding claim 24, the combination of Macaulay and Smith discloses claim 17, 
further receiving a communication connection release message from the network 
infrastructure (Macaulay, col. 2, lines 35-39, col. 3, lines 1-5, col. 6, lines 15-19); 
requesting for continuation of the data streaming communication on the basis of the 
connection release message (Macaulay, col. 3, lines 6-8). 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Regarding claim 17-24, the claimed invention is directed to non-statutory subject 
matter. 

**>Descriptive material can be characterized as either "functional descriptive material" or 
"nonfunctional descriptive material." In this context, "functional descriptive material" 
consists of data structures and computer programs which impart functionality when 
employed as a computer component (The definition of "data structure" is "a physical or 
logical relationship among data elements, designed to support specific data manipulation 
functions." The New IEEE Standard Dictionary of Electrical and Electronics Terms 308 
(5th ed. 1993).) "Nonfimctional descriptive material" includes but is not limited to music, 
literary works, and a compilation or mere arrangement of data. 

MPEP 2106.1. 
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The "computer program" is simply a computer program. Further the claim does 
not require any physical transformation and the invention as claimed does not produce 
a useful, concrete, and tangible result. Furthermore, the claimed limitation does not 
discuss any issues regarding a memory for storing the computer program product or 
instructions, which is encoded on a computer readable medium. Therefore, the claim is 
unpatentable over 35 USC 101. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julio R. Perez whose telephone number is (571) 272- 
7846. The examiner can normally be reached on 10:30 - 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William G. Trost can be reached on (571) 272-7872. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Julio R Perez 
Examiner 
Art Unit 2617 



WILLIAM TR0ST 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 



